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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 




A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 12 November 2002 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-59 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1^59 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)0 All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) D Other: 
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Applicants' comments regarding the restriction requirement have been noted <; 
and considered with the following effect. The restriction requirement is 
maintained for reasons of record. However, applicants are correct that the scope 
generic concept embraced by the elected species has been expanded to include, not 
exclude, other related species drawn to 5 member heterocyclic ring containing 
derivatives analogous to the elected species. 

The rejection under 35 USC 102 and 103 upon consideration has been 
withdrawn as claim 1 (twice amended) requires either Rj or R 2 to be Q or Q' 
respectively. 

Claims 42-48 and 5 1 are again rejected under 35 U.S.C. 112, first paragraph. 
Applicants' comments have been noted and considered however, the specification, 
while being enabling for treating prostrate, breast, pancreatic, liver, lung, colon and 
ovarian cancer cells, does not reasonably provide enablement for treating all 
cancers for which there are presently 5000+. The specification does not enable any 
person skilled in the art to which it pertains, or with which it is most nearly 
connected, to use the invention commensurate in scope with these claims. For 
example, the cancer therapy art remains highly unpredictable. The various types of 
cancers have different causative agents, involve different cellular mechanisms, 
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and, consequently, differ in treatment protocol. Therefore, based on the 
unpredictable nature of the invention and state of the prior art and the extreme 
breadth of the claims, one skilled in the art could not use the claimed invention 
without undue experimentation. Further, the specification discloses only in vitro 
use of these compounds. The nature of the pharmaceutical arts is that in vitro is 
insufficient to support enablement an in vivo use. There is no absolute 
predictability even in view of the seemingly high level of skill in the art. The 
existence of these obstacles establishes that the contemporary knowledge in the art 
would prevent one of ordinary skill in the art from accepting any therapeutic 
regimen on its face. 

Claim 46 is rejected under 35 U.S. C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as invention. 

Claim 46 is recites the limitation "substantially pure" in line 1. There is 
insufficient antecedent basis for this limitation in the claim. 

A substantially pure form would be inherent to one of ordinary skill in the 
art as it would be little more than a function of the yields and purities desired for 
the use intended. Obtaining this purity level by well-known purification 
techniques would have been an obvious expedient. Moreover, the term 
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"substantially pure" without more is inherently vague. It reads on straining 
through cheesecloth for example. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Raymond Covington whose telephone number 
is (703) 308-4704. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, A. Rotman can be reached on (703) 308-0204. The fax 
phone numbers for the organization where this application or proceeding is 
assigned are (703) 308-7922 for regular communications and (703_ 308-7922 for 
After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 



308-1235. 




Raymond Covington 

Examiner 

Art Unit 1625 



January 28, 2003 





